TH S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore McCANDLI SH, Seni or Adm nistrative Patent Judge, and
MElI STER and STAAB, Adninistrative Patent Judges.

McCANDLI SH, Seni or Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fina
rejection of clainms 1, 2, 8 and 9 under 35 U.S.C. § 102(b).

The only other clains still pending in this reexam nation

! Request filed Cctober 7, 1996, for reexanm nation of U S. Patent No. 5,197, 731,

granted March 30, 1993, based on Application 07/740,336, filed August 5, 1991. According
to appellant, the application is a continuation of Application 07/233,228, filed August
18, 1988, now Patent No. 5,037,097, granted August 6, 1991.
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proceedi ng, nanely clainms 3 through 7, are considered by the

exam ner to be patentable.

The patent under reexam nation relates to a sports
racket, such as a tennis racket, having a stringed playing
surface. According to claim1, the only independent claimon
appeal , the stringed playing surface conprises first and
second pluralities of string segnents (23, 24) extending in
first and second directions between opposed |ocations (27, 28)
on a franme (11). Caiml recites that at |east one of the
string segnents of the second plurality of string segnents is
i nterwoven with the outside string segnents (33) of the first
plurality of string segnents to forma pair of nodes (31)°?

adj acent to the opposed | ocations (27, 28 ) on the frane.

Claim1l additionally recites that the aforesaid one
string segnent of the second plurality of string segnents has

opposite ends (40) |eading away fromthe nodes to the frane.

2 The term“node” is defined in the patent specification in colum 3, |ines 30-

38, incolum 7, lines 43-47 and in the paragraph bridging colums 7 and 8.
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These opposite ends are recited in claiml to be splayed in
opposite directions away fromthe center plane (42) of the
string area such that one of the opposite ends contacts the
i nner portion of the frame in front of the center plane and
the other opposite end contacts the inner portion of the frame

behi nd the center plane.

A copy of the appealed clains is appended to

appellant’s brief.?

The follow ng references are relied upon by the

exam ner in support of his rejections under § 102(b):

Lewis (British Patent) 223, 151 Cct. 16, 1924
Martel * (French Patent) 2,276, 845 Jan. 30, 1976

The Stringer’s Digest, pages 6, 10 and 12 (1987).

® Inthe appendi x to appellant’s brief, clains 8 and 9, which were added in an

anmendnent during this reexam nati on proceedi ng, have not been underlined as required by
37 CFR § 1.121(f). Likew se, the subject matter added to claim1l by anendnment in this
reexam nati on proceedi ng has not been underlined in the copy of the clains in the
appendi x to appellant’s brief. 1d.

* Atranslation of this French reference is included in the file wr apper for
thi s reexam nation proceeding.
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Appeal ed clains 1, 2, 8 and 9 stand rejected ?under 35
US C 8 102(b) by Martel and The Stringer’s Digest? (answer,
page 3). Appealed clains 1, 2, 8 and 9 additionally stand
rejected 2under 35 U.S.C. § 102(b) by Lewis and The Stringer’s
Di gest? (answer, page 3). The Stringer’'s Digest is relied on
by the exam ner to support anticipation of the clained subject

matter based on inherency as will be discussed infra.

We have carefully considered the issues raised in this
appeal together with the exam ner’s remarks and appel lant’s
argunments. As a result, we conclude that the rejections of the

appeal ed cl ai ns cannot be sust ai ned.

Wth regard to the rejection based on Martel, there is no
di sagreenent that this reference shows a node and a spl ayed
string end as clainmed and described on the left side of the
racket as shown in Figure 3 of the reference. However, as
correctly pointed out by appellant on page 5 of the brief,
there is no showi ng or other disclosure in Martel pertaining
to the arrangenent of the strings 5 at the right hand side of
the racket frame. In this regard, Figure 3 of the Marte
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reference is nerely a fragnentary transverse section in that

it shows only the left hand portion of the racket.

The exam ner concedes that the Martel reference is silent
as to the direction in which the transverse string ends are
spl ayed at the right hand side of the racket frame. He
correctly observes, however, that the question of whether the
end of string 5 at the right hand side of the racket lies on
the side of the center plane opposite fromthe end of the
string at the left hand side of the racket depends on whet her
there is an odd or even nunber of main strings (i.e.,

| ongi tudinally extendi ng strings)

in the racket. In particular, the exam ner states on page 4 of

t he answer:

As can be also clearly seen in Figure 3
of Martel, if string segnment 5a crosses an
odd nunber of main strings, both ends of
sting segnent 5a will lie in front of
center plane WW However, if sting segnment
5a crosses an even nunber of nmain strings,
t hen opposite ends of string segnent 5a
will lie on different sides of the center
pl ane.
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Despite the | ack of an express disclosure of whether
there is an odd or even nunber of main strings in Martel’s
racket, the exam ner contends that Martel inherently contains
an even nunber of main strings. In support of this position,
the exam ner relies on the Stringer’s D gest publication,

stating on pages 4 and 5 of the answer:

The Stringer’s Digest describes a
racquet which is typical of the prior art
as known by one of ordinary skill. In fact,
page 6 of The Stringer’'s Digest (Note 2)
descri bes that the typical racquet throat
can either be open or closed. As seen in
Figure 1 of Martel, an open (or Y-shaped)
throat is shown. Further, page 10 of The
Stringer’s Digest (second colum, first
par agr aph) di scl oses:

To determ ne where you' || start
on an open throat frane, count
the nunber of holes in the bottom
of the throat area, inside the Y-
break. If you counted 4, 8, or 12
hol es, then start at the head. If
you find 6 or 10 holes, start at
the throat. Note on the Prince
Graphite illustration, six holes
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Adm ttedly,

particul ar

exit at the bottom inside the Y.
Hence you' Il begin stringing the
Prince Graphite mains fromthe

t hroat .

As clearly described, the typica
racquet throat nust have an even nunber of
hol es. Because there are an equal nunber of
holes to the right and left of the throat
(to mai ntain racquet symretry), the racquet
frame necessarily has an even nunber of
hol es.

The fact that The Stringer’s D gest does
not even contenpl ate an odd nunber of main
strings is convincing evidence that an
overwhel m ng majority of tennis racquets
known to one of ordinary skill in the art
woul d i nherently have an even nunber of
mai n strings.

Therefore, since The Stringer’s D gest
teaches only an even nunber of strings and
Martel is silent to the contrary, it
necessarily flows fromMrtel that his
racquet has an even nunber of strings,
resulting in opposite ends of a string
segnment on different sides of a centra
pl ane.

on anticipation if that limtation is inherent in the

reference’'s disclosure. See RCA Corp. v. Applied Digital

Syst ens,

a reference need not expressly disclose a

limtation in a claimto support a rejection based

Dat a

Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.
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Cir. 1984). However, in relying upon the theory of inherency,
the exam ner nust provide a sound basis in fact and/or
techni cal reasoning to reasonably support the determ nation

that the allegedly inherent feature necessarily flows fromthe

teachings of the applied reference. See Ex parte Levy, 17

USPQRd 1461, 1464 (BPAI 1990) and cases cited therein.

In the present case, we agree with appellant that the
exam ner erred in stating that, as evidenced by the Stringer’s
Di gest, the typical racket known to one of ordinary skill in
the art inherently has an even nunber of nain strings as
asserted on page 4 of the final office action dated June 26,
1997 and on page 4 of the answer. In the first place, there is
no evidence to establish that an even nunber of main strings
as shown in the Stringer’s Digest is ?typical.? Furthernore,
even if it assunmed arguendo that an even nunber of main
strings is ?ypical,? it does not necessarily follow that
tennis rackets inherently have an even nunber of main strings.
In fact, the record suggests the contrary as evi denced by the
prior art exhibits 6 through 10 appended to appellant’s brief.

In all of these rackets, there is an odd nunber of mmin

8



Appeal No. 98-1857
Reexam nati on No. 90/ 004, 388

strings. Furthernore, it was observed at the oral hearing in
this appeal that the Dunlap Revel ation and the Sl asinger XTC
rackets both have an odd nunber of nmain strings. It is

understood that the exam ner was made aware of these rackets

during prosecution.

At best, therefore, there is only the possibility that
the Martel racket has an even nunber of main strings. However,

as stated in In re QCelrich, 666 F.2d 578, 581, 212 USPQ 323,

326 (CCPA 1981), inherency may not be established by
possibilities or even probabilities. For these reasons, we
must reverse the

8§ 102(b) rejection of the appeal ed cl ains based on the Martel

r ef er ence.

Wth regard to the §8 102(b) rejection of claim1 based on
Lewis, the only limtation argued as a difference over Lew s
is the limtation pertaining to the nodes (see pages 13 and 14
of the brief). W agree with appellant that Lewi s does not
di scl ose the cl ai mred nodes as defined in appellant’s

specification. In particular, the third part of the definition
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for a node (see the paragraph bridging columms 7 and 8 of
appel l ant’ s specification) requires each string end 40 to be
secured to the frane ?at a | ocation opposite to the side at

whi ch the string end contacts the intersecting string segnent,
the | ongitudinal string segnment 33 nearest the frane, in order
to apply tension to the segnent, . . .? (enphasis added). In
colum 8, the specification goes on to state that ?[w] hen the
string end is not secured to the franme in this fashion, for

t he purpose of this invention, a node has not been forned?
(enphasi s added). This definition cannot be ignored, for it is
wel | established patent |aw that an inventor nmay be his own

| exi cographer where, as here, the patent specification
supports the definition which is now asserted. See, e.qg.,

Jonsoon v. The Stanley Wrks, 903 F.2d 812, 819, 14 USPQd

1863, 1870 (Fed. Cir. 1990).

In contrast to the foregoing definition for a node, the
ends of Lewis’s strings 2, as shown in Figures 1 and 4, are
not secured to the frane at a | ocation opposite to the side at

whi ch the string ends contact the outernpbst main strings to
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apply tension to the outernost main strings. In fact it would
be specul ation to assert, as the exam ner has done, that
tension is sonehow applied to the outernbst main strings by
Lewi s’s transverse string ends. For these reasons, as well as
those set forth on page 14 of the brief, we nust also reverse
the 8 102(b) rejection of the appeal ed clains based on the

Lewi s reference.

The exam ner’s decision rejecting the appealed clains 1,

2, 8 and 9 is reversed.

REVERSED

HARRI SON E. McCANDLI SH, Seni or
Adm ni strative Patent Judge

)
)
)
g
) BOARD OF PATENT
)

JAMES M MEI STER
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Adm ni strative Patent Judge

LAVWRENCE J. STAAB
Adm ni strative Patent Judge

Janmes Speros
1210 E. Northern
Phoeni x, AZ 85020
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